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1 . Claims 42-77 are pending. Claims 1-41 Cancelled. 

2. The Terminal Disclaimer, filed 12/07/06, has been entered to record. 

/ Response to Arguments 

3. Applicant's arguments, see pages 12-18, filed 12/07/2006, with respect to 
Rosen berg-Knowlton have been fully considered and are persuasive. The Rejection of 
42-77 has been withdrawn. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
! 1 conditions and requirements of this title. 

4. Claims 42-77 are rejected under 35 U.S.C. 101 because 
the claimed invention is directed to non-statutory subject matter. 

i.e.: Claims 42-55,65-67,69-77 describe the functionality of the software without 
the useful, concrete and tangible result, 
the claimed invention lacks patentable utility. 

i.e.: Claims 42-77 did not provide the patentable utility as describe in Fig 6. 

5. Claims 42-77iare rejected under 35 U.S.C. 101 because the claimed invention is 
not supported by either a specific and substantial asserted utility or a well established 
utility. 

i.e.: the claims 42-77 provide a non-descriptive language wherein the software is 
manipulated to read'an indicator or address or file name of second document and write 
to the first document. , 
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Claims 42-77 are also rejected under 35 U.S.C. 112, first paragraph. Specifically, 
since the claimed invention is not supported by either a specific and substantial 
asserted utility or a well established utility for the reasons set forth above, one skilled in 
the art clearly would not know how to use the claimed invention. 

Claim Rejections - 35 USC §112 

6. Claims 42,56,61,65,68,69 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

i.e.: unselected indicator. 

Examiner interprets as any parameters or values with provided by the method 
and apparatus in the prior art. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 42-77 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Thornton et al [Thornton 6,240,429 B1]. 

7. As per claim 42, Thornton discloses A method comprising: 
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/ ... 

processing said primary document (i.e.: a base document) to locate an un- 
selected indicator [Thornton, base document, col 1 1 lines 39-57]; 

identifying a secondary document (i.e.: a reference document) associated with 
said located un-selected indicator [Thornton, reference document, col 1 1 lines 39-57]; 
and 

attaching said secondary document to said primary document to encapsulate 
said secondary document within said primary document [Thornton, created with a link 
32, col 11 lines 39-57]. 

8. As per claim 43, Thornton discloses said unselected indicator includes at least 
one word, and wherein said identifying said secondary document is performed as a 
function of said at least one word [Thornton, name-value pairs, col 13 line 66]. 

9. As per claim 44, Thornton discloses said unselected indicator includes a plurality 
of words, and wherein said identifying said secondary document is performed as a 
function of said plurality of words within a predetermined proximity of said un-selected 
indicator included in said plurality of words [Thornton, properties, col 11 lines 39-57]. 

10. As per claim 45, Thornton discloses associating a predetermined word with at 
least one of a filename and a location of said secondary document [Thornton, file name, 
location, col 2 lines 1-6], 
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wherein said primary document includes said predetermined word, and 
wherein identifying at least one of said filename and said location of said secondary 
document is performed as a function of said predetermined word [Thornton, name- 
value pairs, col 13 line 66]. 

11. As per claim 46, Thornton discloses said un-selected indicator includes at least 
one of a plurality of predetermined words, a plurality of predetermined characters, and 
a plurality of predetermined phrases [Thornton, database or directory, col 13 liens 5-35]. 

12. As per claim 47, Thornton discloses processing said primary document to locate 
said un-selected indicator is performed using syntactic processing [Thornton, distributed 
databases, col 6 lines 40-52]. 

1 3. As per claim 48, Thornton discloses said primary document includes an e-mail 
message [Thornton, email, col 1 1 lines 24], 

14. As per claim 49, Thornton discloses sending said e-mail message and said 
secondary document attached thereto to a recipient via a communications device 
[Thornton, file server, col 1 1 liens 7-15]. 
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1 5. As per claim 50, Thornton discloses sending said primary document and said 
secondary document attached thereto to a printing device as inherent feature of Internet 

» 

170 [Thornton, Fig 4], 

16. As per claim 51 , Thornton discloses sending said primary document and said 
secondary document attached thereto to a recipient via facsimile as inherent feature of 
Internet 170 [Thornton, Fig 4]. 

17. As per claim 52, Thornton discloses said secondary document is attached to said 
primary document at a first instance, said first instance being determined as a function 
of user input [Thornton, property instance, a user may specify, col 15 lines 29-41]. 

'.'.I '^:. A V L. j.Aji:,..:,.-. .... • ..... 

18. As per claim 53, Thornton discloses adding at least one additional indicator to 
said un-selected indicator as a function of a user input [Thornton, a user may specify, 
col 15 lines 29-41]. 

19. As per claim 54, Thornton discloses using natural language processing 
techniques [Thornton, Word, col 13 line 10]. 

20. As v per claim 55, Thornton discloses using word association processing 
[Thornton, Word, col 13 line 10]; and using probability matching [Thornton, compared, 
col 16 line 46]. 
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21 . As per claim 56, Thornton discloses A document preparation system, comprising: 
a first storage device to store said primary document; a second storage device to 

store a secondary document; a third storage device to store an indicator [Thornton, Fig 
4]; and 

a processor coupled to said first storage device, said second storage device and 
said third storage device, said processor to process said primary document to locate an 
un-selected indicator, identify said secondary document associated with said located 
un-selected indicator, and attach said secondary document to said primary document to 
encapsulate said secondary document within said primary document [see rejection 
claim 42]. 

22. As per claim 57, Thornton discloses said secondary document has a filename 
and a location, wherein said primary document includes at least one word, and wherein 
said processor determines at least one of said filename and said location of said 
secondary document as a function of at least one of a user input and said at least one 
word [Thornton, name-value pairs, col 13 line 66]. 

23. As per claim 58, Thornton discloses a predetermined word is associated with at 
least one bf said filename and said location of said secondary document, wherein said 
primary document includes said predetermined word, and wherein said processor 
identifies at least one of said filename and said location of said secondary document as 
a function of said predetermined word [Thornton, name-value pairs, col 13 line 66], 
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24. As per claim 59, Thornton discloses said un-selected indicator includes at least 
one of a plurality of predetermined words, a plurality of predetermined characters, and a 
plurality of predetermined phrases [Thornton, character string, col 1 line 67], 

25. As per claim 60, Thornton discloses said processor determines if said primary 
document includes said indicator using syntactic processing [Thornton, Word, col 13 
line 10]. 

26. As per claim 61, Thornton discloses A document preparation system, comprising: 
a storage device; 

a set of instructions stored on the storage device; and 

a processor to execute said set of instructions to perform a method to identify a 
secondary document having an un-specified location relative to a primary 
document, said method comprising: 

processing said primary document to locate an un-selected indicator; 

identifying^ secondary document associated with said located un-selected 
indicator; and 

attaching said secondary document to said primary document to 
encapsulate said secondary document within said primary document [see rejection 
claim 42]'. 
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27. As per claim 62, Thornton discloses said secondary document has a filename 
and a location, wherein said primary document includes at least one word, and wherein 
said processor determines at least one of said filename and said location of said 
secondary document as a function of at least one of a user input and said at least one 
word [Thornton, file name, location, col 2 lines 1-6]. 

28. As per claim 63, Thornton discloses said un-selected indicator includes at least 
one of a plurality of predetermined words, a plurality of predetermined characters, and a 
plurality of predetermined phrases [Thornton, character string, col 1 line 67]. 

29. As per claim 64, Thornton discloses said processor determines if said primary 
document includes" said indicator using syntactic processing [Thornton, Word, col 13 
line 10]. 

30. As per claim 65, Thornton discloses A method comprising: 
processing said primary document to locate an un-selected indicator, said 

primary document having a list of at least one address; 

identifying an address of said recipient associated with said located un-selected 
indicator; and 

attaching said address of said recipient to said list of said at least one address 
to encapsulate said address of said recipient within said primary document [see 
rejection claim 42], 
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t ... 

31 . As per claim 66, Thornton discloses said un-selected indicator includes at least 
one of a plurality of predetermined words, a plurality of predetermined characters, and 
a plurality of predetermined phrases [Thornton, character string, col 1 line 67], 

32. As per claim 67, Thornton discloses said primary document includes at least one 
address corresponding to at least one recipient to receive said primary document, 
further comprising attaching said address of said recipient to said list of said at 
least one address [Thornton, file name, location, col 2 lines 1-6] 

33. As per claim 68, Thornton discloses A document preparation system comprising: 
a storage device storing a set of instructions; 

a processor executing said set of instructions to identify an unspecified address 
of a recipient of a primary document, said primary document including a list of at least 
one address corresponding to at least one recipient to receive said primary document, 
by: /V5rvr " ' ' " : 

processing said primary document to locate an un-selected indicator, said 
primary document having a list of at least one address; 

identifying an address of said recipient associated with said located un-selected 
indicator; and attaching said address of said recipient to said list of said at least one 
address to encapsulate said address of said recipient within said primary document [see 
rejection claim 42], 



Application/Control Number: 09/220,91 0 Page 1 1 

Art Unit: 2616 

34. As per claim 69, A method comprising: 

processing said primary document to locate an un-selected indicator; 
identifying a secondary document associated with said located un-selected 
indicator; and 

automatically encapsulating said secondary document within said primary 
document upon identifying said secondary document [see rejection claim 42], 

35. As per claim 70 Thornton discloses determining a filename of said secondary 
document; and determining a location of said secondary document [Thornton, file 
name, location, col 2 lines 1-6]. 

36. As per claim 71 /Thornton discloses using syntactic processing of said primary 
document [Thornton, Word, col 13 line 10]. 

37. As per claim 72,'Thornton discloses using a user input [Thornton, a user may 
specify, col 15 lines 29-41]. 

38. As per claim 73, Thornton discloses using a user selection [Thornton, a user may 
specify, col 15 lines 29-41]. 

39. As per claim 74, Thornton discloses using syntactic processing of said primary 
document [Thornton, Word, col 13 line 10]. 
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40. As per claim 75, Thornton discloses processing said primary document to locate 
one of a plurality of pre-determined words [Thornton, character string, col 1 line 67]. 

41 . As per claim 76, Thornton discloses processing said primary document to locate 



42. As per claim 77, Thornton discloses processing said primary document to locate 
one of a plurality of pre-determined characters [Thornton, character string, col 1 line 
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